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DETAILED ACTION 

1. This office action is in response to the Application 10/605,605 filed 
10/13/2003. 

2. Claims 1-20 are pending in the Application. 

Claim Objections 

3. Claims 2, 12 are objected to because of the following informalities: claims 2, 
12 recite the limitation "wherein at least some of the plurality of timing paths . . .". There 
is insufficient antecedent basis for this limitation in the claim. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 2, 11-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

As to claims 2, 12 Specification fails to support or describe "the step of fixing said 
early mode problems" before step b), which is inserting a delay element into the timing 
path, instead paragraph [0023] describes the step of fixing said early mode problems" 
by inserting a delay element. 
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As to claims 11,13 Specification fails to support the limitation ". . . of removing at 
least one timing path from said portion of the plurality of timing paths". 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-3, 9, 10, 12, 16, 17, 19, 20 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Brennan et al. (US Patent 6,434,731). 

With respect to claims 1 Brennan et al. teaches a method of reducing the 
magnitude of an overall instantaneous current draw during a timing cycle in a 
synchronous integrated circuit having a plurality of timing paths within a method of 
automated design of a clock distribution network with minimal clock skew (col. 4, II. 8- 
11), wherein the clock skew is had a dependency of the voltage level on the path (col. 2, 
11.9-19), comprising the steps of: (a) determining for each one of the plurality of timing 
paths a corresponding delay as shown on the Figs. 4a, 4b plurality of paths (col. 6, II.35- 
37), wherein the skew is determined for each path (col. 8, 11.18-20); and (b) inserting a 
delay element into each one of the plurality of timing paths having said corresponding 
delay, said delay element configured to induce said corresponding delay into that one of 
the plurality of timing paths using one of the techniques to reduce clock skew, such as 
inserting delay into clock distribution network (col. 2, II. 66-67; col. 3, 11.1-7). 
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With respect to claim 9 Brennan et al. teaches a method of reducing the 
magnitude of an overall instantaneous current draw during a timing cycle in a 
synchronous integrated circuit having a plurality of timing paths each having a late 
mode margin within a method of automated design of a clock distribution network with 
minimal clock skew (col. 4, II. 8-1 1 ), wherein the clock skew is had a dependency of the 
voltage level on the path (col. 2, 11.9-19), comprising the steps of: (a) determining if the 
late mode margin of each one of the plurality of timing paths is greater than zero within 
determining the skew as a late mode (col. 2, II.28-30); and (b) for each one of the 
plurality of timing paths having a late mode margin greater than zero, determining a 
delay for that one of the plurality of timing paths, said delay being a function of the 
corresponding late mode margin within determining a specific amount of delay for each 
timing path considering the difference between the various signal paths (col. 3, II.2-8). 

With respect to claim 16 Brennan et al. teaches an integrated circuit, comprising: 
(a) a plurality of timing paths each having a late mode margin within determining the 
skew as a late mode (col. 2, II.28-30); (b) a delay element located in each one of at least 
some of said plurality of timing paths, each of said delay elements having a delay that is 
a function of said late mode margin of the corresponding one of said plurality of timing 
paths within determining a specific amount of delay for each timing path considering the 
difference between the various signal paths (col. 3, II.2-8). 

With respect to claims 2, 3, 10, 12, 17, 19, 20 Brennan et al. teaches: 



Application/Control Number: 10/605,605 Page 5 

Art Unit: 2825 

Claims 2, 12: wherein at least some of the plurality of timing paths each have 
early mode problems (col. 2, II. 37-39), the method further comprising, prior to step (b), 
the step of fixing said early mode problems (col. 2, II. 60-63; col. 4, II.3-7); 

Claims 3, 10, 17 : wherein each one of the plurality of timing paths has a 
corresponding late mode margin and step (a) includes setting each said corresponding 
delay to said corresponding late mode margin (col. 4, 11.18-24); 

Claim 19: wherein said plurality of timing paths each have an early mode margin 
and each said delay is substantially equal to the difference between said late and early 
mode margins of the corresponding one of said plurality of timing paths (col. 3, II.4-7; 
II.22-24); 

Claim 20: wherein at least one delay is substantially equal to the difference 
between the late and early mode margins of the corresponding one of the plurality of 
timing paths minus a predetermined period col. 3, II.4-7; II. 22-24). 

Allowable Subject Matter 

8. Claims 4-8, 14, 15, 18 are allowed. The prior art of record does not teach the 
overall instantaneous current draw has a profile and step (a) includes setting each one 
of at least some of said corresponding delays to said corresponding late mode margin 
minus a fraction of the timing cycle as claimed 

Double Patenting 

9. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
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added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

10. Claims 1-20 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-20 of copending Application No. 10/605,683. This is 
a provisional double patenting rejection since the conflicting claims have not in fact 
been patented. 

11. Claims 1-20 are directed to the same invention as that of claims 1-20 of 
commonly assigned by IBM Application No. 10/605,683. The issue of priority under 35 
U.S.C. 102(g) and possibly 35 U.S.C. 102(f) of this single invention must be resolved. 

Since the U.S. Patent and Trademark Office normally will not institute an 
interference between applications or a patent and an application of common ownership 
(see MPEP § 2302), the assignee is required to state which entity is the prior inventor of 
the conflicting subject matter. A terminal disclaimer has no effect in this situation since 
the basis for refusing more than one patent is priority of invention under 35 
U.S.C. 102(f) or (g) and not an extension of monopoly. 
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Failure to comply with this requirement will result in a holding of abandonment of 
this application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helen Rossoshek whose telephone number is 571-272- 
1905. The examiner can normally be reached on 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew S. Smith can be reached on 571-272-1907. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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